
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20Z31 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/992,982 




11/14/2001 


Christine Bernegger-Egli 


32092-PCT-USA-I 


5451 


21003 7590 


11/22/2002 









BAKER & BOTTS 

30 ROCKEFELLER PLAZA 

NEW YORK, NY 10112 



EXAMINER 



SAUCIER, SANDRA E 



ART UNIT 



PAPER NUMBER 



1651 

DATE MAILED: 1 1/22/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
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Appltcant(s) 



Bernegger-Egli et al. 



Examiner 



Sandra Saucier 



Art Unit 

1651 




- The MAILING DATE of this communication appears on the cover sheet with the correspondenc address - 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1. 136 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1) □ Responsive to communication(s) filed on 

2a) □ This action is FINAL. 2b) 00 This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qua$l&35 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) B Claim(s) 16-21 is/are pending in the applica 



4a) Of the above, claim(s). 

5) D Claim(s) 

6) D Claim(s) 

7) D Claim(s) 



is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 



8)B Claims 16-21 



are subject to restriction and/or election requirem 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 



is/are alJJ accepted or b)D objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: aP approved b)ddisapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action, 

12) □ The oath or declaration is objected to by the Examiner 
Priority under 35 U.S.C. §§119 and 120 

13) S3 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)K All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. S Certified copies of the priority documents have been received in Application No. 09/194.626 . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) □ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) K Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) DNotice of References Cited (PTO-892) 4) □ Interview Summary (PTO-4 13) Paper No(s). 

2) QNotice of Draftsperson's Patent Drawing Review (PTO-948) 5) [^Notice of Informal Patent Application (PTO-1 52) 

3) [^Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 6) Dother: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Acti n Summary 



Part of Paper No. 5 
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DETAILED ACTION 
Claims 16-21 are pending and subject to restriction. 

Election/Restriction 
Restriction to one of the following inventions is required under 
35 U.S.C. 121: 

Group I, claims, 16-18, drawn to a microorganism that is able to utilize 
cyclopentene derivatives of formula VII as sole N, C or both sources and 
extracts thereof, classified in class 435, possible subclasses 243 through 259 
depending on family and genus of the microbe. 

Group II, claims, 19-21 , drawn to an enzyme which has N-acetylamino- 
alcohol hydrolase activity obtainable from the microbes of Group I, classified in 
435, subclass 227 and others. 

The inventions are distinct, each from the other because of the following 
reasons: 

The inventions are two distinct compositions. One is a microbe, the 
other is an enzyme. The enzyme is NOT REQUIRED to be obtained from the 
microbe and may be obtained from any source. The enzyme is only required to 
be "obtainable" from the microbe, which is functional language. 

The several inventions listed above are independent and distinct from one 
another as they have acquired a separate status in the art and require 
independent searches, particularly with regard to the literature searches. 
Clearly, a reference which would anticipate one of the above groups would not 
necessarily anticipate or even make obvious the other. 

An undue burden would ensue from the examination of multiple 
compositions which have distinct characteristics. Burden lies not only in the 
search of US Patents, but in the search for literature and foreign patents and 
examination of the claim language and specification for compliance with the 
statutes concerning new matter, distinctness and scope of enablement. 

Because these inventions are distinct for the reasons given above 
restriction for examination purposes as indicated is proper. 
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Applicant is advised that the response to this requirement to be complete 
must include an election of the invention to be examined even though the 
requirement be traversed (37 CFR 1 .1 43). 

Applicant is reminded that upon the cancellation of claims to a non- 
elected invention, the inventorship must be amended in compliance with 37 
CFR 1 .48(b) if one or more of the currently named inventors is no longer an 
inventor of at least one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a diligently-filed petition under 37 
CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(h). 

To aid in correlating any papers for this application, all further 
correspondence regarding this application should be directed to Group Art Unit 
1651. The supervisor for 1651 is M. Wityshyn, (703) 308-4743. The normal 
work schedule for Examiner Saucier is 8:30AM to 5:00PM Monday and Tuesday 
and 8:30 AM to noon on Wednesday. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sandra Saucier whose telephone 
number is (703) 308-1 084. Status inquiries must be directed to the 
Customer Service Desk at (703) 308-01 97 or (703)-308-01 98. The number 
of the Fax Center for the faxing of papers is (703) 308-2742 or (703) 305- 




Sandra Saucier 
Primary Examiner 
Art Unit 1651 
November 20, 2002 



